tho 



.ecl^ns in this application m 



• • , A^nlicarrt wishes to retain 
v .™ i n the interim, Appi^ 1 
this application. In tne 

crd cr to maintain co-pendency. 



ln the Official Action dated luhU- 

, ulsr §10^ over the following resptUi 

— — ^ U5imder ' " Japanese Patent No. 7 H 8592, 

invl e W ofe,the r Babler(U.S.Patent.55,,217) : 

SullWanCU.S.Patent5J53,371)orYolle S 

(U.S. Patent 3,053,683); and 
Kubotaetal. (U.S. Patent 6,039,796), 

in view of Babler (U.S. Patent 6.063,182), 
Yolles (U S. Patent 3,053,683), 



Claim 1 



b. Claims 1 and 3 



or 



, iv Milters TOeball-poHitper.inksoimepr 

„ , . a , an intense fUttertag app.arar.ee .0 the obs=,r.« w>t 
^"* tfc ' h,i T , ^^^^^ntpen^U.^eVare* 

,• .1 .ffecL when viewed- These uik, are tH • • 

that are delivered through the agency 

^ ^^^^^^ 



Med from < 21 W W > «' M! u,;,t ™ Sasw Sm W T "" (1 



body; 



across 



, beina diseased xvith the rotauon ol the bal, 

, heet of paper, bv the rotation of the ball movmg 
4 . fixed onto a substrate, such as a sheet of pap. . 

5 the substrate surface. 

.ppUcantshavedtscoveredthatthesepropeniesc.notonlybepro.d^ 

Applicant* iw _ ^ intense eUtterin? feeling 

pointpmoftoP ^,— 

md ******** 

(Claims 24, 30, 33 and 35 have been amended » 

of viscosity 0 



comprises: 

a . at least a pearlescent pigment. 

b . a water-soluble thickening resin, 
c a solvent, and 



i «f Jwanese Examined Patent Publication No. 

e translation 01 JapaB e & e 



• • f polish lantmaae translation ui 

< EncKd as Appendix A * »" E ™"* " 5 " nd ^ of «« 

present invention on trie ottier naiRi ^ 
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water 



This citation) 



■hereto the ink has a specified viscosKy. 

references cited by trie bxdniiuti 

, ^effect The secondare- references do not remedy th,s 
provides a glittering feelmg and a spatial eject. 



^firiPTir.V. 



Lines 8-10 and Column % lines 21-25). 
Specifically, 

The expression "inorganic filler pigment" means a 

Stents that are suitable for use in ^ ^_ 
composition of the present mvennon. (Column 4. knes 

20). 
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^ - n^x W\ ("Sullivan!!) 
Sullivan disclose, a PJ^rJej^nt pigm ^ 

AspKV,0U ' lySn " . n, e men. S and the glass 

. ■ thP Ink of the claimed invention here in 
flakes coated with a metal m the ink 

of a glittering feeling and a spatial effect. 

- n a substrate to provide an acceptable written mark, 
from a ball-point pen onto a substrate t 

The disclosed composition of Yolks ^ ^ 

"has as its primary object the _ pro% i We 
shiny pigments of proved b n^«J have 
for use in making glitter* -finishes and ^ ^ 
improved resistance to taming, corroding, g 
dulhnr- (Column 1. Unes 24-,b>. 

It is made: ,hus-t>reparcd shiny pigment in a film- 

-by dispersing a thus prepar ce or absence of 

forcing material optional ly ^^^tions 
conventional component, of coatmt ^1 
(Column 1, lines 42-45). 
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a tv, r.«-l W modes of application of that 

conditions tWU ar^ n^i 

- » P the Yollc compositions would encounter as thev wee 
considerably different rrom those that the Yollc. 

used in the Yolks disclosure. 

. ,& the tip portion of a typical, or 

A»cW - E*» B is - ffiustta.ivc dra^ng <F*, 1 i -> 

exemplary ball-point pen. . . ^ 

, -to «--. wh -^^*»^ tan, ' t *- , -' 4,, " ,,,, "7 

■< a 4h 4h and 4c 4c and 4d, and 4d and 4a) that project 
Between each ofthe seats <4a and 4b, 4b and 4c, 

t -„ t ,i v (Tic 1 ") SinceabalL- 
* 6h 6c and 6d are formed, respectively (trig. -■>■ - 
from four directions, grooves. 6a, 6b : t>c ana o 

^^^■^^^^^^^^ f 
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depending o, ft, metal coated *« flak, pigments. The, «idng performance de:enora,es. 
Wore, the restriction on the .ned, m diameter of tneral coa,cd glass flake P^n,s - ** 

Also. *. envitonmeo, tha, an in* of the present inveni.on » * 

from those the Yolles compositions encounter 

An ink for bah-poin, pen is an ink tha, is applied ,0 a ball-point pen, for example, tain, 
the above-tnem.or.ed structure As previously stated, the ink must be; 

, . an ink that makes .he rotation of the voting ball smooth v.„bou, inhibiting ft. 

rotation of the ball; 

. , . tt, m ,,oh the clearance between the ball and the 

2. an ink that is capauie <j± j^^e, -o-- — 

internal wall and other structures of the tip; 

3. an ,nk that .s capaUe of delivering on, an ink wHh the rotation of the Siting ball; 

and 

4. an tnk <h. is fixed onto a sheet of paper by the rotation of the writing ball moving 

across the paper surface. 

Further, these re,— s should he achieved in an a,ueous ink tha, comprises metai- 
coated glass flake. an b* composing water. In short, tire aoueous tnk of the present 
invention ,ha, comprises n^-coared glass flakes should be a composition tha, composes .ater 

■ a ■ ™ r-eetin- the requirements imposed by the ball and the 

and that is determined m relation iO u««n e u.e rc i 

internal structure of the pen tip surrounding the ball. 

In the tnk composition of the present invention, water-soluble organ, solvent t, tncluded 
iG order to (1) prevent the penpotnt tip from drying and (2) retain the fluid* of the aqueous 
ink of the present invention (which includes metal coated glass flak. Pigment.) Also, in the ink 
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condor, of* pr«„, >nv a , t ,o, . »,er.so.u W e resin i. tncnded » » * 
«»1 coated glass flate pignten. from seeing in .he a q ueous h* and ,o maintain the d.spersa, 
, Bb ,;,,v ,» , t = _ ™* good « * P" rflh£ 

ba „- P „in, P e, On the other hand, the conrpostnon o f Voile, *« - ««h one , include these 
components in relation*,, to a metal coated glass flake pigment. 

Example 10 through 1 5 of Voiles describe nses for the pigments, as follows: 

[Example 10] 

A film of the resulting composition ia applied to a pand ot 
black glass by means of a 10 mil doctor blade. (Column 4, 
lines 13 & 14). 

rc J» 1 1 1 

A knit cotton fabric calender-coated on one side in a 
coronal manner with the pigmented upholsten'-quality 
polyvinvl chloride composition disclosed in Example IV of 
US i 801 949 is used as the substrate. The above- 
described topcoat composition is applied by means of a 
doctor-roller to the coated side of the coated fabric m 
sufficient amount to yield a dry coating weight ot 0 7 ounce 
per sq. yd. (Column 4, lines 43o0). 

[Example 12] 

A film of this composition, diluted with water to about 
1 50% of its original volume and filtered, is applied to a 
panel of black glass by means of a 5.6 mil doctor blade. 
(Column 5, lines 4-6). 

[Example 13] 
A coat of the thinned lacquer is sprayed on a steel 
automobile body panel which has prrviouMy been coated 
with a green acrylic automotive lacquer. (Column >, lmes 
38-40). 

[Example 14] 

4 coat of the thinned lacquer is sprayed a primed sted 
panel and dried in a 65°C oven. (Column 5, lines 66-68). 
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[Example 15] 

A cent of the ball-milled paste is spread on the aluminum 
Ca^nd'td in a 980°™ containing an argon 
atmosphere. (Column 6, lines 1S-J.M- 

[Other Examples] 
Hner or coar.er particles can be used according k , the 
texture of glitter desired in the ultimate use. For ^xarnpl^ 
icles ,s coarse a, 50 mesh provide shiny produce that 

all pass through a 400 mesh screen can be u>ed for hue 
textured glitter. (Column 6, lines 46-56.) 
m addition. Yolles discloses additional modes of use for the disclosed compositions as 



follows: 



The coating compositions of this 
providing a glittery finish on articles made from a wide 
^ ^ 01' substrates, including metal, wood, paper, fabric 
P S rubber, plaster, cement, asphalt, glass and ceramics. 
Ty^al uses for these new glitter,- finishes are ^ enxichn g 
he appearance of coated products, enhancng the ancntion- 
dmwing power of signs and displays, and making high- 
vlsibilif> highway markings and other safety devices. 

The smnv pigments of this invention, besides being useful 
m glitterv finishes, are also useful as decorative pigments ,n 
or on plastic castings and moldings, and in or on other 
products now employing such known garnishing pigments 
as pearl essence and metal flakes. (Column 8, lines 

Since a composition of Yolles is a coating composition, as seen from examining the 

Kr eat amount of the film-forming resin (a vatni* component which is the main component of a 
coating) should be included whrch requires baking or drying for a relativ.ev long time after 
coating. Therefore, the functional components of the Yolles composition ate vastly different 
from those of a ball-point pen ink. (Although Example 12 of Yolles is an emulsion com P osiuo, 
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♦ f r^nur^ air drvine for 1 0 minutes and baking for 2 hours 
of a water-based dispersion system, it requires au dr>in fc 

at 6 S»C after coating - conditions that are clearly not suitable for a ball-point pen ink for 
h ^ m£ . Therefor the Example 1 2*pe composition could not be a composition intended 

for writing.) 

Yolks discloses a coating method (in wb.ch compressed air is sprayed on a coated 
surface, as in Espies 13 * 14: . doctor blade method (in «W* varmsh, or film formmg 
resrn is shed on a glass fanel followed by uniformly mixing with a doctor hlade which is 
attached keeping a constant dtstance from a glass surface, thereby obta.n.ng a coated film wtth . 

• c ,.,, nm jn. , roller method (in which a coating composition is 
certain thickness) as m Examples 10 and U, a roller meuieu v 

<< .i . .u., -^u+ni viivirT a fn^tprl film) clS 111 

put on a roller surface or passed througn tnc rollers, umu 3 ^ e 

Example 1 1 ; a spreading method (in which a coating composition is spread for firing) as in 
Example 1 5 and a sprinkling on wet adhesive method as in the example of column 6, lines 46-56. 
However, these methods are not methods of forming a handwriting by directly making a fluid 
composition flow over the to-be-marked substrate, but they are the methods of sprinkling with a 
spray, mixing uniformly by a doctor blade, transcribing after putting on a roller surface, or 
spreading, etc. Further, there is no suggestion of the mechanism of a ball-point pen in which ink 
stored in an ink reservoir is delivered by using a rotating ball. In other words, Yolles does not at 
all teach (1) an ink composition that can pass through the tip structure of a ball-point pen as 
mentioned above, or (2) have dispersal stability o, fluidity of an ink comprising tr.etal coated 
glass flake m the sense that it can be used as a handwriting tool. Yolks does not teach the 
flowing mechanism of the inJc in a ball-point pen provided by a ball rotating on a substrate such 
as a paper surface, either. Therefore. Yolles discloses nothing about the components or 
properties that a ball-point pen requires of an ink composition it dispenses 
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The ball-point pen ink of the present invention relates to a ball-point pen ink that can 
form a glittermg and uniform handwriting right after writing. Such a ball-point pen or a ball- 
point pen ink is unique, novel, unobvious and remarkable. The ink composition of the present 
invention is not only unique as an ink for a ball-point pen, but is a product in a field, - hand- 
writing inks - that is remarkably different from that of a mere coating composition. 

One of ordinary skill in the art would not be motivated to look to the Yolks disclosure in 
formulating a ball-point pen ink because: 

1 The disclosed modes of application disclosed by Yolles, inter alia, 

ar^Uratinn tn class bv means of a doctor blade, 
-t-'i--- - 

b. application to coated fabnc by doctor-toller, 

c. application to steel panels by spraying, 

d. application to an aluminum base by spreading and firing, and 

e. application to wet adhesive by sprinkling; and 

2. The primary object of the Yolles pigment, i.e., improved resistance to tarnishing, 
corroding, gassing and/or dulling, has no bearing on ball-point pen inks, especially the ball- 
point pen inks of the present invention- 
are significantly different from those encountered by a ball-point pen ink. 

The Yolles compositions., which are drawn from a non-analogous art, are used under 
very different conditions and are compositional^ different. A fair reading of Yolles proves that 
it does not disclose, suggest or motivate the ball-point pen ink of the present invention, in any 
combination with Japanese Patent Publication No. 071 1 8592 or Kubota et al. as primary 
references. 

13 
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The Rejection of Claim sJLamQ 
Primary Reference 

1. U.S. Paten tNo^^ (Kubota etal) 

Kubota et al relates to an ink jet recording method, -and more particularly to: 

"an ink jet recording method wherein a reaction solution 
and an ink composition are deposited onto a recording 
medium to conduct printing. [It]. . . also relates to an mk 
composition suitable for use in the Inkjet recording 
method/' 

The disclosed ink composition comprises: 

"at least a colorant, 
an inorgaaic oxide colloid, 
an alkali metal hydroxide, and 
an aqueous solvent" 

But, the ink composition is used in an ink jet recording method that comprises the step of 
printing a reaction solution and an ink composition on a recording medium. (Column 7, lines 34- 
36). Hence, the ink composition of Kubota et al. is intended for ink jet recording in conjunction 
with a reaction solution. That is, there is a necessary interaction between the ink composition 
and a reaction solution. See Column 1, line 48 to Column 8, line 19. 

Clearly, Kubota et al. represents unrelated art in at least the following two respects: 

1 . the disclosed ink composition is used in an mk jet recording method, and, 

2. the disclosed ink composition is to be used in conjunction with a reaction solution 

to produce an image. 
Secondary References 

j. U.S. Patent Nn. 6.063.182 ("Babler II") 
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B abler TT discloses a 51 



itir-in pigment composition for coloring high-molecular-weight 



material. Abstract: column ) • lines 1 1-16; and column 3. lines 27-29. The stir-in pigment 
composition comprises from 85 to 99.5 parts of pigment. 

The remarks previously made regarding Babler I also apply to Babler II. 
2. L A- Patent No. 3.053 < 68 3i^Yalles^ 

The remarks previously made with respect to the asserted combination of Japanese 
Publication No. 071 18592 with Yolles apply to this rejection asserting combination with K 



In view of the foregoing amendments and remarks, Applicants submit that pending 
independent claims 1 and 3, their dependent claims, and claims 22-35 are in condition for 
allowance and such action is requested. 



et al. as well. 



r-n\Tg-~T rrvrrt\r 



Dated: March 15 ; 2002 




HOWARD C. M1SKIN (Reg. No.: 18, 999) 
STOLL. MJ.SKIN, HOFFMAN & BADIE 
350 Fifth Avenue, #6110 
New York. New York 10118 
(212.) 268-0900 
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1 aw.ce Amended.) An aqueou 

composition comprising 

c. a glass flake pigment, 

d . a water-soluble resin, 

c. a w8 ter-sotoWe organic solvent, and 

water 

incn-edients. 

^d gl ass flake pigmen, bebg glass fl* S coated 



aqueous gltaring lining] talked P« 



3 (Twice Amended.)- An 

composition comprising 

a. a glass flake pigment, 

b. a water-soluble resin. 

c. a water-soluble orgamc solvent, 

d. water, and 
t. a colorant 

as essential ingredients, 

u ' fake coated with a metal, and said glass flake 

.aid 2 lass flake pigment being gtf* take 
plg menthavm g amedtandiameterof a boutMoaboutlOO,m. 
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24. (.Wed.) A siting tool as set forth in claim 22. wherein the viscosity of ink 
measured by an ELD-type vtscometer 0" RJ4 com; rotation speed: 0.5 rpm; 20'C) is 
1000 to 10000 [ran] ffiPO- 

30. A writing tool as set forth i» claim 29, wherein said water-soluble resin is a water- 
soluble thickening rwin and the viscosity of aqueous glittering ink measured by an ELD- 
type viscometer (3< R14 corn: rotation speed: 0.5 rpm: 20X) is 1000 to 1 0000 [rpm] 
mFa»$ . 

33. (Amended.) A method of claim 32 : wherein the viscositv of aqueous glittering mk 
measured by an ELD-type viscometer (3 a R14 com; rotation speed: 0.5 rpm: 20X) is 

i rtAft ~~ i/innn r*^-iw1 mPa»c 

35. (Amended.) A method of chum 34, wherein the v.seosrty of aqueous glittering mk 
measured by an ELD-type viscometer (3* R14 com; rotation speed: 0.5 rpm; 20°C) is 
1000 to 1 0000 [rpm] mPa*s - 
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